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Box No. I Basis of the report 



1. With regard to the language, this report is based on the international application in the language in which it was filed, unless 
otherwise indicated under this item. 

□ 

This report is based on translations from the original language into the following language 

which is language of a translation furnished for the purpose of: * 

1 I international search (under Rules 12.3 and 23. 1 (b)) 

I I publication of the international application (under Rule 12.4) 

I I international preliminary examination (under Rules 55,2 and/or 55.3) 

2. With regard to the elements of the international application, this report is based on (replacement sheets which have been 
furnished to the receiving Office in response to an invitation under Article 14 are referred to in this report as "originally filed" 
and are not annexed to this report): 



The international application as originally filed/furnished 
I | the description: 

pages _ , as originally med/furnished 

P a H es * received by this Authority on 

pages* received by this Authority on ~ ~ 



| | the claims: 

pages , __ » as originally med/furnished 

P ages * , as amended (together with any statement) under Article 19 

P a S es * received by this Authority on 

P a H es * . received by this Authority on 

I I the drawings: 

pages — . , as originally med/furnished 

P a S es * received by this Authority on 

P a ges* _ received by this Authority on ~~ _ 



a sequence listing and/or any related table(s) - see Supplemental Box Relating to Sequence Listing. 

J. The amendments have resulted in the cancellation of: 

I I the description, pages 

I I the claims, Nos. 



I 1 the drawings, sheets/figs 

[ 1 the sequence listing (specify): 

□ 

any table(s) related to sequence listing (specify): 



. This report has been established as if (some of) the amendments annexed to this report and listed below had not been 
made, since they have been considered to go beyond the disclosure as filed, as indicated in the Supplemental Box 
(Rule 70.2(c)). rxr 

the description, pages 

I | the claims, Nos. 

I I the drawings, sheets/figs 



I | the sequence listing (specify): 

I I any table(s) related to sequence listing (specify): 



* If item 4 applies, some or all of those sheets may be marked "superseded. " 
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Supplemental Box Relating to Sequence Listing 



Continuation of Box No. 1, item 2: ~~ 

I . With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed 
invention, this report was established on the basis that of: 

a - type of material 

1^1 a sequence listing 

I I table(s) related to the sequence listing 

format of material 

I I in written format 

DKI in computer readable form 

c * time of filmg/furnishing 

1^1 contained in the international application as filed 

filed together with the international application in computer readable form 

□ 

furnished subsequently to this Authority for the purpose of search and/or examination 
received by this Authority as an amendment* on 



2. O In addition, in the case that more than one version or copy of a sequence listing and/or table(s) relating thereto has been filed 
or furnished, the required statements that the information in the subsequent or additional copies is identical to that in the 
application as filed or does not go beyond the application as filed, as appropriate, were furnished. 

3. Additional comments: 



* If item 4 in Box No. I applies, the listing and /or table(s) related thereto, which form part of the basis of the report may be marked 
"superseded". r ' ' 
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j Box No. m Non-establishment of opinion with regard to no velty, inventive step and industrial applicability 

aSrs^s £55 y~ tobe noveI ' to favolve ** Mvc step (to be non ° b ™^ ° r * be 

the entire international application. 



I2SI claims Nos. 8, 10.43-50 

because: 



^ the said international application, or the said claims Nos. 8 10 43 50 

relate to the following subject matter which does not require an international preliminary examination (specify): 
See supplemental sheet 



□ ±G description, claims or drawings (indicate particular elements below) or said claims Nos 
are so unclear that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. __ . 
by the description that no meaningful opinion could be formed. S ° madequatel y ^Wtod 

|^I no international search report has been established for said claims Nos. & 10. 43-50 

the written form □ has not been furnished 

does not comply with the standard 
the computer readable form Q has not been furnished 

does not comply with the standard 

I I see Supplemental Box for further details. 
Form PCT/IPEA/409 (Box No. HI) (January 2004) 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: 1 1 1 . 1 

Claims 8, 10 and 43-50 

Claims 43-50 pertain to a medium upon which an 
amino acid sequence is recorded using conventional amino 
acid symbols, wherein only the recorded amino acid 
sequence can be considered to constitute a technical 
feature. That is to say, the presentation of said 
sequence, the presentation means and the presentation 
method cannot be considered to constitute technical 
features; therefore, the abovementioned claims correspond 
to mere presentations of information. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



. 1. Statement . 



Novelty (N) 


Claims 


1-7. 


9. 


19-42, 


51-56 


YES 




Claims 






11-18 




NO 


Inventive step (IS) 


Claims 










YES 




Claims 


1-7, 


9, 


11-42, 


51-56 


NO 


Industrial applicability (IA) 


Claims 


1-7, 


9, 


11-42, 


51-56 


YES 




Claims 










NO 



2. Citations and explanations 

Citations : 



Document 1 



Document 2 



Document 3 



Document 4 



Document 5 



M. NISHIOKA et al . , "Characterization of Two 
Intein Homing Endonucleases Encoded in the 
DNA Polymerase Gene of Pyrococcus 
kodakaraensis strain KOD1," Nucl. Acid. 
Res., 1998, Vol. 26, No. 19, pp. 4409-4412 
M: TAKAGI et al., "Characterization of DNA 
Polymerase from Pyrococcus sp. Strain KOD1 
and its Application to PCR, " Appl . Environ. 
Microbiol., 1997, Vol. 63, No. 11, pp. 4504- 
4510 

M. NAKATANI et al . , "A DNA Ligase from a 
Hyperthermophilic Archaeon with Unique 
Cof actor Specificity," J. Bacterid., 2000, 
Vol. 182, No. 22, pp. 6424-6433 
S. FUJIWARA et al . , "The World of Archaea: 
Genome Analysis, Evolution and Thermostable 
Enzymes," Gene, 1996, Vol. 179, pp. 165-170 
T. KAWASHIMA et al., "Archaeal Adaptation to 
Higher Temperatures Revealed by Genomic 
Sequence of Thermoplasma volcanum," Proc. 
Natl. Acad. Sci. USA, 2000, Vol. 97, No. 26, 
pp. 14257-14262 
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Document 6 



Document 7 : 



Document 8 



Y. HASHIMOTO et al., "Disruption of Thermua 
thermophilus Genes by Homologous 
Recombination Using a Thermostable 
Kanamycin-resistant Marker," FEBS Lett., 
2001, Vol. 506, pp. 231-234 

US 5807522 A (The Board of Trustees of the 
Leland Stanford Junior University) , 15 
September 199 8 

J. HARBORTH et al., "Identif ication of 
Essential Genes in Cultured Mammalian Cells 
Using Small Interfering RNAs , " J. Cell. 
Sci., December 2001, Vol. 114, Pt . 24, pp. 
4557-4565 



Explanation: 



1. Claims 11-18 

Documents 1 and 2 indicate the cloning of a gene 
that codes a protein corresponding to the protein 
represented by SEQ ID NO: 2 set forth in the present 
application, and indicate the production of a recombinant 
protein using said gene. 

SEQ ID NO: 1 set forth in the present application 
represents the base sequence of a genome containing the 
gene that codes SEQ ID NO: 2 set forth in the present 
application; therefore, the invention that is set forth in 
claims 11-18 lacks novelty and does not involve an 
inventive step in the light of documents 1 and 2. 

2. Claims 24-42 and 51-56 

It is common practice for a person skilled in the 
art to analyze the functions of a novel protein and/or 
investigate the expression of the novel protein within 
-alls by bonding said protein, the gene that codes said 
protein or an antibody that recognizes said protein to a 
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biomolecule chip (refer to document 7) ; therefore, the 
inventions that are set forth in claims 24-42 and 51 do 
not involve an inventive step in the light of the 
disclosures of documents 1, 2 and 7. 

In addition, document 8 presents a method to assay 
the general functions of genes and/or proteins by means of 
RNAi; therefore, it would be easy for a person skilled in 
the art to design RNAi processes for the genes that code 
the proteins presented in documents 1 and 2, as 
appropriate. Consequently, the invention that is set forth 
in claims 52-56 does not involve an inventive step in the 
light of documents 1, 2, 7 and 8. 

3. Claims 1-7, 9 and 19-23 

Document 5 reports on an attempt to search for the 
genes related to thermostability in a thermostable 
bacterium, Thermoplasma. volca.num, on a genetic level. 
Document 6 reports on an attempt to screen for the genes 
related to thermostability in another thermostable 
bacterium, Thermus thermophilus , by means of homologous 
recombination using a vector that includes a thermostable 
kanamycin-resistant marker. 

Meanwhile, documents 1 and 2 indicate genes from 
thermostable bacteria; therefore, it would be easy for a 
person skilled in the art to detect for these genes by 
means of the screening systems that are indicated in 
documents 5 and 6 . 

At a glance, the abovementioned methods might be 
thought to differ from the method that is set forth in 
claims 1-7, 9 and 19-23 of the present application in that 
it does not comprise a step for providing data pertaining 
to the entire sequence of a genome. However, a step for 
providing data pertaining to the entire sequence of a 
genome is a prerequisite for selecting a specific gene in 
the subsequent " (B) step for selecting at least one given 
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region in said sequence/' and the principles and 
characteristics of the abovementioned screening method are 
the same. That is to say, whether a specific gene is 
selected by selecting the entire base sequence of the 
genome or by selecting a well-known portion thereof comes 
down to a subjective choice relating to the object that is 
detected in the method to screen for said gene. In 
addition, such a choice can be clearly differentiated from 
the technical purpose of the screening method; i.e. 
discovering chemical substances that exhibit a specific 
effect . 

Consequently, the inventions that are set forth in 
the abovementioned claims cannot be considered to be 
substantially different from an invention that could 
easily have been conceived of by a person skilled in the 
art, despite the inclusion of the abovementioned step. 

Therefore, claims 1-7, 9 and 19-23 do not involve an 
inventive step in the light of documents 1, 2, 5 and 6. 
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VIII. Certain observations on the international application 

The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are f\ 
supported by the description, are made: . . . 

Claims 1-6 include a step for acquiring data 
pertaining to the entire sequence of a genome from an 
organism. However, there are various experimental 
difficulties associated with acquiring data pertaining to 
the entire sequence of a genome from one of the many 
animals for which the entire base sequence of the genome 
is as of yet unknown; therefore, the invention that is set 
forth in the abovementioned claims is not fully supported 
by the description with regards to such animals. 

For the above reason, the expression "(A) step for 
providing data pertaining to the entire sequence of the 
genome from said animal 77 is considered to be technically 
insufficient . 

The same is true of claims 19-22. 
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